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In recent years, the United States District Court for the Eastern
District of Virginia has experienced an “explosion of intellec-

tual property cases,” including patent cases.1 The dramatic rise in
the number of intellectual property cases filed here reflects an
increased awareness of the value of intellectual property assets
and, apparently, a greater willingness on the part of intellectual
property owners to litigate to enforce those rights. At the same
time, the increase in patent cases in the Eastern District is no
doubt also driven by the court’s proximity to the Patent and
Trademark Office and the nation’s capital, as well as its national
reputation as the home of the “rocket docket.”2 On the rocket
docket, typically, “all cases, including patent and other intellectual
property cases, proceed from birth to death, start to finish, in
6–8 months.”3 Many plaintiffs, and especially patentees, believe
that this “rapid disposition . . . would likely be to [their] advan-
tage.”4 Consequently, the Eastern District has become a preferred
forum for patent infringement plaintiffs.5

Although patent infringement litigators may disagree whether a
patent case can be fully and fairly litigated in the timeframe
allowed on the rocket docket, patent cases are generally held to
the same trial schedule as other civil cases. While the pace of case
disposition in the Eastern District has always “require[d] disci-
pline, preparation and skill on the part of the lawyers involved,”6

especially in complex patent cases, the Supreme Court’s ruling in
Markman v. Westview Instruments, Inc. (Markman II),7 has made

litigating patent cases in the Eastern District even more demand-
ing. In Markman II, the Supreme Court affirmed the Federal
Circuit’s ruling that patent claim construction is a matter exclu-
sively for the trial judge, not the jury. Before Markman, “[patent]
claim interpretation issues were typically left to the jury on the
basis of the parties’ conflicting expert testimony.”8 Judge Timothy
S. Ellis, III, of the Alexandria Division, has described Markman
II as “a watershed event in patent litigation[.]”9 Markman has
substantially affected the course of patent infringement litigation,
adding to the pretrial process a new, and potentially dispositive,
step that requires briefs with supporting record evidence, affi-
davits and legal authority, oral argument, and in some cases, an
evidentiary hearing.

The purpose of this article is to familiarize the reader with the
post-Markman claim construction process and to review the
claim construction practice and procedure in the Eastern District
gleaned primarily from the published claim construction opinions
in this district since Markman. The observations and suggestions
presented here, while taken largely from published claim con-
struction opinions, are strictly my own and not the court’s.
Notably, even though Markman I was decided almost seven
years ago, courts continue to adjust and refine their claim con-
struction procedures based on experience. It is risky to draw any
broad conclusions from the published opinions and the proce-
dures underlying them; rather, as discussed below, claim con-
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struction issues should be addressed early in every patent case
and an appropriate claim construction procedure incorporated
into the pretrial schedule. 

The Holding in Markman v. 
Westview Instruments

Markman involved a patent on a dry-cleaning inventory control
system. Markman’s patent covered an automated system that
tracked articles of clothing through the dry cleaning process.10

The case turned on the meaning of the word “inventory” in
claim 1 of Markman’s patent.11 Markman asserted that “the term 
‘inventory’ as used in claim 1 means ‘articles of clothing’ or ‘dol-
lars’ or ‘cash’ or ‘invoices,’ and is not necessarily limited to a
construction that always includes ‘articles of clothing.’”12 The
defendant, Westview, on the other hand, argued that the term
“inventory” as used in claim 1 always included articles of cloth-
ing, which Westview’s system did not track.13 At the conclusion
of Markman’s case in chief, Westview moved for a directed ver-
dict. The court deferred ruling on the directed verdict motion,
and the case was submitted to the jury.14

The jury returned a verdict finding that Westview’s system
infringed Markman’s patent.15 The court then heard argument on
Westview’s motion for judgment as a matter of law (JMOL). In
deciding the JMOL motion, the court, stating that claim construc-
tion is a matter of law for the court, proceeded to construe the
term “inventory” to mean articles of clothing and not just trans-
action totals or dollars.16 Finding “that Westview’s device does
not have the ‘means to maintain an inventory total’ as required
by claim 1, and cannot ‘detect and localize spurious additions to
inventory as well as spurious deletions therefrom,’” the court
directed a verdict of noninfringement.17 Markman appealed,
arguing that the jury’s implicit construction of the term “inven-
tory” was entitled to “highly deferential review by both the trial
court on motion for JMOL and by [the Federal Circuit] on appeal
from the grant or denial of JMOL.”18

In its en banc opinion (Markman I ), the Federal Circuit held
that patent claim construction is an issue of law to be decided
by the trial judge and reviewed de novo on appeal.19 Upon its
de novo review of the trial court’s decision granting Westview
JMOL, the Federal Circuit agreed “that ‘inventory’ in claim 1
includes within its meaning ‘articles of clothing.’”20 Accordingly,
the Federal Circuit affirmed the district court’s grant of judgment
of noninfringement as a matter of law.21 Markman appealed to
the Supreme Court, which affirmed Markman I, ruling that “the
construction of a patent, including terms of art within its claim,
is exclusively within the province of the Court.”22

It would be difficult to overstate the impact Markman has had
on patent infringement litigation. As Judge Mayer predicted in
his concurring opinion, Markman I “mark[ed] a sea change in
the course of patent law[.]”23 According to one study, since
Markman I, the percentage of patent infringement cases decided
on summary judgment has doubled from 12% to 24%.24 The
claim construction process has become a critical step in most
patent infringement cases, one in which the evidence to be pre-
sented and the timing of the hearing are of paramount importance.

Sources of Evidence for 
Claim Construction

In Markman I, as part of its de novo review of the trial court’s
ruling on Westview’s JMOL motion, the Federal Circuit identified
the various sources of evidence trial courts may admit in the
claim construction process and discussed the order in which
such evidence is to be considered. First, the court is to consider
the “intrinsic” evidence. “To ascertain the meaning of claims, we
consider three sources: The claims, the specification, and the
prosecution history.”25 The claims and specification are found in
the patent document itself while the prosecution history (also
referred to as the “file wrapper”) contains the complete record of
the proceedings in the Patent and Trademark Office (PTO) relat-
ing to the prosecution of the patent application. Together, these
sources of evidence comprise the public record relating to the
patent and are, therefore, considered “intrinsic” evidence. Within
the intrinsic evidence, the court is first to consider the claims
themselves, both disputed and undisputed.26 If the claim language
is clear on the face of the claims, the consideration of the remain-
ing intrinsic evidence is “restricted to determining if a deviation
from the clear language of the claims is specified.”27 If the mean-
ing of a claim term is not clear from the claims themselves, the
court next considers the specification. “The specification contains
a written description of the invention . . . and is always highly
relevant to the claim construction analysis.”28 Finally, if neces-
sary, the court may consider the prosecution history.29

In those rare instances “when the claim language remains gen-
uinely ambiguous after consideration of the intrinsic evidence[,]”30

courts may receive and rely on extrinsic evidence. “Extrinsic 
evidence consists of all evidence external to the patent and pros-
ecution history, including expert and inventor testimony, dictio-
naries, and learned treatises.”31 While extrinsic evidence may

always be received to “demonstrate the state of the prior art at
the time of the invention . . . [and] ‘to aid the court in coming to
a correct conclusion’ as to the ‘true meaning of the language
employed’ in the patent,”32 the Federal Circuit has strongly cau-
tioned that extrinsic evidence is not to be used to vary or contra-
dict the terms of the claims.33

In a line of cases since Markman I, the Federal Circuit has clari-
fied and refined the appropriate role of extrinsic evidence in the
claim construction analysis.34 In essence, these cases allow
courts broad discretion over the types of extrinsic evidence they
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may admit in a Markman hearing, while continuing to empha-
size that courts may not rely on extrinsic evidence to vary or
contradict a meaning discernable from the intrinsic evidence.
Extrinsic evidence, therefore, is most often admitted only to “aid
[the court in] understanding the general technology involved in
the patent claims at issue[.]”35

The reported claim construction opinions in the Eastern District
confirm that the need to resort to extrinsic evidence to construe
patent claims is quite rare. Of seven reported opinions between
1998 and 2001, the court appears to have relied on extrinsic evi-
dence only once, in which the court referred to a dictionary def-
inition of the term “enable” to confirm its ordinary and custom-
ary meaning.36 From these opinions, it appears the court will be
more receptive to receiving extrinsic evidence, particularly expert
testimony, as an aid to help the court understand the underlying
technology. For example, in Rambus, Inc. v. Infineon
Technologies AG, which involved four patents and 57 claims
directed to Dynamic Random Access Memory (DRAM) devices
and technology, Judge Robert E. Payne allowed expert testimony
during the Markman hearing.37 In its claim construction opinion,
however, the court noted that “[t]he claim construction here has
been accomplished largely without resort to extrinsic expert evi-
dence . . . the Court found [the expert testimony] useful mostly
in understanding the meaning of technical terminology other
than the disputed terms, as that terminology is used in the
claims and specification.”38 In NEC Corporation v. Hyundai
Electronics Industries Co., Ltd., a case involving 20 patents cover-
ing semiconductor circuitry devices and fabrication methods,
Judge Ellis noted, “[t]hroughout the pretrial phases of these
actions, the parties’ experts have skillfully elucidated the relevant
technology[.]”39 In construing the disputed claims of one of the
patents-in-suit, however, the court relied only on intrinsic evi-
dence and a single dictionary definition.40

Consistent with the Federal Circuit teaching, while the court may
receive extrinsic evidence, including expert testimony, at the
Markman hearing, it is unlikely to rely on extrinsic evidence to
determine the meaning of a patent claim. Given the very limited
role of extrinsic evidence, particularly expert testimony, in the
claim construction process, it is essential that proposed claim
constructions find their support in the intrinsic evidence. If coun-
sel offers extrinsic evidence at all, it should be limited to educat-
ing the court on the general technology involved in the case and
confirming the meaning derived from the intrinsic evidence. 

Deciding When to Address Claim
Construction Issues

Chief Judge Marilyn Hall Patel of the Northern District of California
quipped, “Markman is like sex. Timing is everything.”41 That
statement is especially true on the rocket docket. The Eastern
District has not adopted any special Local Rules for patent
cases,42 and the Federal Circuit has made it clear that individual
trial courts have broad discretion over Markman procedure.43 A
review of the published claim construction opinions in the
Eastern District since Markman I indicates that Markman hear-
ings have typically been held fairly late in the case, most typically
after the close of discovery and in connection with summary

judgment motions. Scheduling an earlier Markman hearing in
appropriate cases, however, has some clear advantages. 

In Fantasy Sports Properties, Inc. v. Sportsline.com, Inc., for
example, the outcome of the case turned on the meaning of the
term “bonus points” in the patent-in-suit. The defendant filed a
summary judgment motion just 2 months after the complaint was
filed. Judge Jerome B. Freidman, of the Norfolk Division, noting
that the claim construction issue was a narrow one, construed
the meaning of the term “bonus points” from the intrinsic evi-
dence, determined that the defendants did not infringe the plain-
tiff’s patent as construed, and entered summary judgment of
noninfringement.44 In similar cases in which either the claim
construction dispute is narrow or the technology is relatively
simple or straightforward, it may be possible to dispose of all or
part of a case through an early claim construction. The benefits
of early claim construction, even when not dispositive, include
enabling the parties’ expert witnesses to “predicate their opin-
ions on a correct interpretation of the patent,”45 and allowing the
parties to better focus their pretrial discovery and dispositive
motions.46 Because claim construction is a matter of law subject
to de novo review, however, counsel must be sensitive to the
fact that the Federal Circuit is free to reject both the parties’ and
the court’s proposed claim constructions. Consequently, even
with an early Markman ruling, it may be necessary to take dis-
covery, prepare expert reports, and submit arguments based on
alternative claim constructions to preserve the record for
appeal.47

In more complex cases, parties may need to conduct discovery
to identify and develop claim construction issues. They may also
need time to educate the court on the underlying technology. In
such cases, parties must take discovery of alternative construc-
tions and their experts must render opinions “based on alterna-
tive assumptions about the meaning of disputed claim terms.”48

Additionally, when the Markman briefs and hearing are sched-
uled for the period after close of discovery, counsel faces the
challenge of preparing for both the Markman hearing and sum-
mary judgment concurrently which, even in simple cases, can be
a daunting task. 

The published claim construction opinions from the Eastern
District since Markman I reveal that, while the court is flexible
in scheduling the Markman hearing to reflect the needs of the
particular case, Markman hearings are often held in connection
with a summary judgment motion.49 However, the court may be
trending toward earlier hearings in appropriate cases. Judge Ellis
recently commented that, in many cases, an effective Markman
hearing can be held during the last one-third of the discovery
period.50 In some cases, particularly cases involving apparatus
claims, Judge Ellis has scheduled the Markman hearing even
earlier. If the meaning of a claim remains in doubt after the early
Markman hearing, Judge Ellis will direct the parties to take dis-
covery on two alternative constructions, reserving a final ruling
until later in the case. 

To date, however, the published Markman decisions in the
Eastern District indicate that Markman hearings have most often
been held after the close of discovery. In Rambus, Inc. v.
Infineon Technologies AG, for example, fact discovery closed
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January 26, 2001, and expert discovery closed February 9. The
parties exchanged disputed claim terms January 29, and the
Markman hearing was held February 26–28.51 In Knorr-Bremse
Systems Fuer Nutzfahrzeuge GMBHH v. Dana Corporation, the
Markman hearing was held November 27–28, 2000, and the trial
took place on January 8–11, 2001.52 The published opinions in
Knorr-Bremse do not disclose the discovery cutoff date, but
judging from the January trial date and the court’s practice of
scheduling trial four to six weeks after the final pretrial confer-
ence, the Markman hearing appears to have taken place very
near or immediately after the close of discovery. These cases
highlight the importance of trial counsel addressing the need for
and timing of the Markman hearing early in the case and
proposing a claim construction procedure and Markman hearing
date to the court. 

Conclusion
Although Markman practice creates new demands on patent trial
counsel, it also encourages counsel to identify claim construction
issues early in the case and to incorporate the Markman process
into the discovery plan and pretrial schedule. The Rule 26(f)
conference, a relatively new development in the Eastern District
in which the parties are required to “confer to consider the
nature and basis of their claims and defenses . . . and develop a
proposed discovery plan,”53 provides an excellent opportunity
for counsel to identify potential claim construction disputes and
incorporate the Markman process into a comprehensive discov-
ery plan and pretrial schedule. Counsel should be prepared to
discuss with the court at the initial scheduling conference the
need for and timing of a Markman hearing. In scheduling the
Markman hearing, counsel in the Eastern District must be mind-
ful that the trial date is effectively immovable, and they must
allow sufficient time to prepare for and conduct the Markman
hearing, brief and argue dispositive motions, and complete the
myriad other pretrial tasks. It is, therefore, in all parties’ interest
to identify claim construction issues early and provide for timely
claim construction in the pretrial schedule. �
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